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DECI SI ON ON_APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claims 1 to 5 and 7 to 12, which are all of the

claims pending in this application.?

We REVERSE.

L' Clainms 1 and 10 were anended subsequent to the final
rejection.
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BACKGROUND
The appellant's invention relates to a dunp val ve
operative to i mmedi ately substantially reduce or elinm nate
pressurized flow at the outlet to prevent damage or injury
wi t hout shutting down the source of pressurized fluid
(specification, p. 1). A copy of the clainms under appeal is

set forth in the appendix to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

DelLor enzo 3,563,508 Feb.
16, 1971

Eckerlin 3,633,619 Jan. 11,
1972

Claims 1 to 5 and 7 to 12 stand rejected under 35 U.S.C.
8 103 as being unpatentable over Eckerlin in view of

DelLor enzo.

Rat her than reiterate the conflicting viewpoints advanced
by the exam ner and the appell ant regardi ng the above-noted

rej ection, we make reference to the answer (Paper No. 12,
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mai | ed January 24, 2000) for the exam ner's conplete reasoning
in support of the rejection, and to the brief (Paper No. 11,
filed Novenmber 8, 1999) for the appellant's argunents

t her eagai nst.

OPI NI ON
I n reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
claims, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prima facie case of obvi ousness

with respect to the clainms under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1 to 5 and 7 to
12 under 35 U. S.C. 8 103. Qur reasoning for this determ nation

foll ows.

In rejecting clainms under 35 U S.C. 8§ 103, the exam ner bears

the initial burden of presenting a prima facie case of obviousness.

See In re Rijckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956 (Fed.
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Cir. 1993). A prim facie case of obviousness is established by

presenting evidence that would have | ed one of ordinary skill in the
art to conmbine the relevant teachings of the references to arrive at

the clainmed invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQ2d

1596, 1598 (Fed. Cir. 1988) and In re Lintner, 458 F.2d 1013, 1016,

173 USPQ 560, 562 (CCPA 1972). Obviousness is tested by "what
t he conbi ned teachings of the references would have suggest ed

to those of ordinary skill in the art.”" In re Keller, 642

F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). But it "cannot
be established by combining the teachings of the prior art to
produce the clainmed invention, absent sone teaching or

suggesti on supporting the combination.” ACS Hosp. Sys., Inc.

v. Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed. Cir. 1984). And "teachings of references can be
conbined only if there is sonme suggestion or incentive to do

so." |1d.

In our view, the only suggestion for nodifying Eckerlin
in the manner proposed by the exanm ner (answer, pp. 3-5) to
arrive at the clainmed subject matter stems from hindsi ght

know edge derived fromthe appellant's own disclosure. The
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use of such hindsight know edge to support an obvi ousness
rejection under

35 U.S.C. 8 103 is, of course, inpermssible. See, for

exanple, W _L. Gore and Assocs., Inc. v. Garlock, Inc., 721

F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Cir. 1983), cert.
deni ed, 469 U.S. 851 (1984). In that regard, we fail to see
any suggestion, teaching or notivation in the applied prior
art to have nodified Eckerlin's device to have utilized a
fluid cylinder to nove his valve menber (i.e., end portion

24).

Moreover, all the clains under appeal require that the
clai med dunp val ve be capabl e of handling a pressure of at
| east 500 p.s.i. The exam ner's position (answer, pp. 4-6)
with regard to this limtation is that Eckerlin's device is
capabl e of withstanding a pressure of at |east 500 p.s.i. and
t he operating pressure is an obvious design expedient.
However, the exami ner has failed to produce any evidence to
support this position. In our view, Eckerlin's device cannot
be said to be inherently capable of handling a pressure of at

| east 500 p.s.i. in his passage 12. Additionally, while the
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operating fluid pressure in Eckerlin's passage 12 nmay be an
obvi ous design expedient (i.e., the pressures that a person of
ordinary skill in the art would have utilized), there is no

evi dence that such pressure would be at |east 500 p.s.i.

For the reasons set forth above, the decision of the
exam ner to reject clains 1 to 5 and 7 to 12 under 35 U S.C

8§ 103 is reversed.



Appeal No. 2000-1637 Page 7
Application No. 09/002, 808

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1 to 5 and 7 to 12 under 35 U.S.C. 8 103 is reversed.

REVERSED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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